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USE OF IA WORK PRODUCTS BY THE CHINESE PATENT OFFICE

l. PREFACE

The purpose of this report is to provide an overview on the extent to which the Chinese Patent
Office (CPO)%, as an International Searching Authority (hereinafter referred to as “ISA”) and an
International Preliminary Examining Authority (hereinafter referred to as “IPEA”, collectively “lA”),
follows or utilizes the result of the IA work products produced by itself when the same international

application later enters into the Chinese national phase.

To better understand the policy of the CPO and to obtain statistics, the members of the PCT
Committee under the AIPPI China had a meeting with the responsible officers? (see Parts Il & IV
of this report). Furthermore, the Committee also reviewed the relevant rules and regulations in
writing and carried out a case study to investigate the reality (see Parts Ill & V of this report). The

conclusion of this report is provided in Part VI.

. RELEVANT STATISTICS

The meeting with the CPO officers was held on August 20, 2015. At the Committee’s request, the
CPO officers provided a breakdown on the numbers of PCT applications entered into the Chinese
national phase as well as the numbers of International Search Reports (ISRs) and International

Preliminary Reports on Patentability (IPRPs) produced by the CPO in the past three years. See the

1 The CPO is a branch of the Chinese State Intellectual Property Office (SIPO).
2 The officers are mostly from the Bureau of Examination Management of the CPO.
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table below.

Year Number of PCT applications | Number of ISRs produced Number of IPRPs produced
entered into China by CPO by CPO

2012 67,625 18,025 436

2013 69,944 20,374 383

2014 76,511 25,614 344

. RULES AND REGULATIONS IN WRITING
The relevant regulations are provided in the “Guidelines for Patent Examination (2010)”, an

administrative rule made by the CPO.

1. Section 4 of Chapter 2 of Part lli

As a general principle, the Chinese Examiner shall take into consideration the IA work products,
no matter by which office they were produced. Besides, it is also regulated on how to use the IA
work products, especially on how to use the result of the ISR and the IPRP directly without

conducting any further search.

2. Section 7.2 of Chapter 1 of Part Il

It is provided that the substantive examination fees could be wholly exempted by using the |A work
products of the CPO as an international searching authority and international preliminary examining
authority. It is also provided that the substantive examination fees for an international application
entered into the Chinese national phase could be partly exempted by using the result of the ISRs

produced by the EPO, JPO, or Swedish Patent Office.

V. VIEWS AND PRACTICE OF THE CPQ?

Regarding utilization of IA work products by the CPO, there are no further written provisions in

addition to those mentioned in Part Il of this report.

A general requirement of the CPO for the national phase of an international application is that a
comprehensive search shall be conducted. The underlying reason that the result of an ISR/IPRP
is not applied directly is due to a legal sovereignty issue. More specifically, the ISR/IPRP is created

based on the Patent Cooperation Treaty (PCT), whereas the search and examination in the

3 This part is drafted according to the memorandum of the meeting with CPO officers on August 20, 2015.
2



Chinese national phase shall be made in conformity with the Chinese Patent Law.

Secondary to the comprehensive search, the principle of practicing economy shall be followed.

That is, examiners at the CPO are required to take into consideration the information provided in
an ISR/IPRP.

The following practices are followed by the CPO.

)

ii)

When an ISR/IPRP is referred to by an examiner for the substantive examination in the Chinese
national phase of an international application, he or she shall consider the search result of the

ISR/IPRP, regardless of which international authority produced the ISR/IPRP.

On one hand, where references cited in the ISR/IPRP are sufficient to refute the novelty or
inventive step of a nationalized application in China for an international application, there is no

need for the examiner to conduct a further search in respect of the nationalized application.

On the other hand, if the text on which the Chinese national search and examination is based
is different from the text which forms the basis for the ISR/IPRP, or the subject matter is not
comprehensively searched in the international phase, the Chinese examiners are required to
reconsider the result of the ISR/IPRP and conduct a supplementary search when necessary,

instead of simply adhering to the result of the ISR/IPRP.

In any case, for the substantive examination of the international application entering the
Chinese national phase, the examiner shall make an independent judgment on whether the
application conforms with the substantive requirements of the Chinese Patent Law and its

Implementing Regulations.

Although the search strategy used in the international phase of a PCT application is not clearly
indicated in the ISR, some key words and International Patent Classifications can be found in
the corresponding ISR, which can easily be referred to by the examiner in the Chinese national

phase.

In the case that an ISR/IPRP was produced by the CPO itself, substantive examination in the

Chinese national phase will be assigned as much as possible to the same examiner who



produced the ISR/IPRP. This, from our point of view, reflects CPO’s general policy of

encouraging utilizing the outcome of the ISR/IPRP.

As an ISA/IPEA, the CPO, to ensure the quality of the ISR/IPRP produced by itself, only assigns

such work to experienced examiners.

V. CASE STUDY

In addition to the information obtained above, the Committee also randomly selected 20
international patent applications, which were searched by the CPO as ISA during the international
stage and were later entered into Chinese national stage. The ISRs for these PCT applications
were produced by the CPO and at least one Office Action for the corresponding national
applications was issued by the same office. The basis for the ISRs and those for the national phase
examination are compared with each other, and, the differences between the search results of the

ISRs and those of the national stage search (first search) are shown in the table below.



International

App. No. of China

Basis of

ISA ) Consistency between ISR and National Stage Search
Pub. No. National Stage Search
1 W02012/088678 | CPO | 201080069670.9 same Identical
2 W02012/088697 | CPO | 201080069677.0 same Identical
3 Same for X category, additional documents of A category in national
W02012/088624 | CPO | 201080024520.6 same
stage search
4 W02012/088688 | CPO | 201080062318.2 same Additional documents of A category in national stage search
5 W02012/083538 | CPO | 201080069699.7 same ISR has additional X category documents
6 W02012/083514 | CPO | 201080069680.2 same Additional A category documents in national stage search
7 W02012/083515 | CPO | 201080069679.X same Additional X, Y category documents in national stage search
8 W02012/083519 | CPO | 201080069434.7 same Same for X category, not completely same for Y and A category
9 W02012/083511 | CPO | 201080069503.4 same Additional X, Y category documents in national stage search
10 | W02012/083534 | CPO | 201080069695.9 same Additional X, Y category documents in national stage search
11 | w02012/088713 | CPO | 201080020081.1 same Additional X and A category documents in national stage search
12 | W02012/088665 | CPO | 201080060366.8 same Additional X and Y category documents in national stage search
13 | W02012/083503 | CPO | 201080059913.0 same Additional Y category documents in national stage search
14 | W02012/083535 | CPO | 201080004667.9 same Additional E category documents in national stage search
15 | W02012/083555 | CPO | 201080030027.5 same Additional X and Y category documents in national stage search
16 | W02012/088727 | CPO | 201080003622.X same Identical
17 Additional Y category documents and 3 A category documents
W02012/088717 | CPO | 201080005223.7 same . .
transferred to X category in national stage search

18 | W02012/088649 | CPO | 201080057348.4 same Additional A category document in national stage search
19 | W02012/083557 | CPO | 201080059279.0 same ISR has additional A category documents
20 | W02012/083554 | CPO | 201080041703.9 same Additional X and Y category documents in national stage search




As shown above, the 20 applications were all searched by the CPO and the basis for the

international search and national search is exactly the same. But, the outcome of the

international search and national search may vary:

(1) In three of the total 20 applications, the Chinese national phase examination cites
exactly the same documents included in the corresponding ISRs;

(2) Intwo applications, the Chinese national stage search cites less documents than those
cited in the ISRs; and

(3) In the other fifteen cases, more documents (X, Y, or A category) are cited during the

Chinese national phase examination as compared with the ISRs.

The case study of the Committee shows that in practice, the national phase examination
of the CPO fully considers its prior IA work products, and on the other hand, the search or
examination at the Chinese national stage is to some extent independent from the IA work

products.

VI. CONCLUSION

The Examiners of the CPO, who are responsible for examining PCT applications entering
into the Chinese national stage, take full consideration of the prior IA work products of its
own, but on the other hand, do not rely solely on these work products. They are required
to consider the prior art documents cited in the ISA in view of patentability requirements
under the Chinese Patent Law, and to independently consider search strategy and carry
out additional search if they believe that the prior IA work products are insufficient or

improper.

- Theend



Appendix

Guidelines for Patent Examination (2010)

1. Section 4 of Chapter 2 of Part lll:
Search in Substantive Examination
4.1 General Principles

Generally, a comprehensive search shall be conducted with an international
application entering substantive examination in the national phase. For requirements

concerning the search, the provisions of Chapter 7 of Part Il of these Guidelines shall apply.
4.2 Principle of Practicing Economy

From the principle of practicing economy, the examiner shall take into consideration
the information provided in the international search report and the international preliminary
report on patentability. However, attention needs to be paid to whether the text which the
applicant requests to be used as the basis for substantive examination is consistent with
the text used as the basis for the international search report and the international
preliminary report on patentability and whether the subject matters for which protection is

sought is searched all roundly in international phase.

If, compared with the text which the applicant requests to be used as the basis for
substantive examination, there are amendments to the text which form the basis for the
international search report and the international preliminary report on patentability so far
as the claimed subject matter is concerned, or the subject matter for which protection is
sought is not searched all-roundly in the international phase, instead of just simply using
the results of the international search report and the international preliminary report on
patentability in the examination, the examiner shall reconsider the results of the search
and conduct supplementary search when necessary.

Where the reference documents listed in the international search report and the



reference documents introduced by the international preliminary report on patentability are
sufficient to destroy the novelty or inventive step of a patent application, there is no need

to conduct further search in respect of the patent application.

It is to be noted that the meanings of certain document categories listed in the
international search report are different from the corresponding document categories listed
in the search report made in the procedure of substantive examination in the Chinese
national phase, e. g. documents of category P and category E. In the international search
report, the letter "P" represents documents published prior to the international filing date
but later than the priority date as claimed; the letter "E" represents patent documents of
which filing date is earlier than the filing date (not priority date) of the international
application, and published on or later than the international filing date, and which contents
relate to the novelty of the international application. The documents of category E listed in
the international search report may change into documents of category PE or E in the

search report of national phase.

2. Section 7.2 of Chapter 1 of Part llI:

Reduction and Exemption of Fees
7.2.1 Exemption of Filing Fee

The filing fee and the additional fee for filing the application of an international
application filed with the Patent Office as receiving Office shall be exempted at the time of

entering the national phase.

7.2.2 Reduction and Exemption of the Substantive Examination Fee

When an international application enters the national phase and the applicant submits
the request for substantive examination, if the international search report and international
preliminary report on patentability of the international application are made in China, the

substantive examination fee shall be exempted.

When an international application enters the national phase and the applicant submits

the request for substantive examination, if the international search report of the



international application is made by one of three International Searching Authorities, the
European Patent Office, Japanese Patent Office and Swedish Patent Office, the applicant

only needs to pay 80% of the substantive examination fee.

Where the request for substantive examination is submitted while the Patent Office
does not receive the international search report, the substantive examination fee shall not
be reduced and exempted. However, where the applicant submits the international search
report accomplished by one of the above-mentioned three International Search Authorities,
i. e., the European Patent Office, Japanese Patent Office and Swedish Patent Office,
before the Patent Office issues the Notification of concerning the Substantive Examination

stage of the Application for Invention, the applicant may request the refund of overpaid fee.
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Issues:
1. How to determine and interpret the protection scope of a software related invention?
2. How to decide whether or not a feature is functional in software area?

3. How to decide the specific embodiments of software related invention, can it cover
pure software implementations, hardware implementations such as chips solutions
or both?

Patent in issue: ZL.200480001590.4

The invention relates to selecting a data transfer method in a tele- communication
system. The granted claim 7 is as follows:

7. A terminal device configured to receive input and determine a message to be
transmitted within a network, the terminal device being further configured to check at
least one piece of property information concerning the message being entered or
already entered, and

the terminal device is configured to select, in order to transmit the message, a method
for data transfer within the network, the method associated in predetermined selection

11



conditions with the property information of the message, wherein
the terminal device is further configured to apply the selected data transfer method to
a message editor for inputting message;

the terminal device is configured to transmit the message, on the basis of the selection
of the data transfer method carried out in the message editor, to a data transfer
application supporting the selected data transfer method, and

the terminal device is configured to transmit the message according to a data transfer
protocol used by the data transfer application to a telecommunication network.

The specification describes the invention mainly by refereeing to flowcharts in figures
3t05.

Nokia litigated the patent before Shanghai courts against a Chinese manufacturer
Huagqin, and received the decision from courts, dismissing the case with the reason that
the protection scope of the patent is not definite.

The main reasoning in the court
The main reasoning of the court is as follows:

1.The feature of “the terminal device is further configured to apply the selected data
transfer method to a message editor for inputting message” in claim 7 describes only
the function to be implemented, and therefore claim 7 includes functional feature.

2. The embodiments in the specification include only the description on method, step,
and function by referring to figures 3, 4a, 4b, and simply describes that the method and
steps can be applied in the message editor, and generally describes that the innovation
can be achieved by referring to software, hardware or the combination of the software
and hardware, without disclosing in detail the specific technical means for applying the
method to the terminal device or message editor.

3. Therefore, the specification fails to describe specific embodiment regarding the
function of the terminal device or message editor which are “configured to” achieve.

Importance of the case

This case has gained an extensive discussion in the software area, given there are so
many software related patents now in China which are drafted in the similar way as
Nokia patent. The case is now in the Supreme People’s Court in China for retrial. The
results of this case will give guidance to an applicant on how to restructure its IP
strategies, the manner of drafting a patent application, the way of prosecuting a patent

12



application, how to enforce its patent right and so on.
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Report from AIPPI Chinese Group

Contacting Detail of Maohua Wang

King & Wood Mallesons

20th Floor, East Tower, World Financial Center
1 Dongsanhuan Zhonglu, Chaoyang District
Beijing 100020, P. R. China

D +86 10 5878 5033 | F +86 10 5878 5544

STANDING COMMITTEE ON PATENTS & STANDARDS
QUESTIONNAIRE

PRIOR ART DOCUMENTATION IN STANDARD DEVELOPMENT
ORGANISATIONS (SDOS) AND ACCESS FOR PATENT AND TRADEMARK
OFFICES (PTOS) TO SUCH DOCUMENTS

A. INTRODUCTION

1. This Questionnaire concerns the issue of patent quality in the context of
standardisation, in particular the availability and usability of prior art
documentation in Standard Development Organisations (SDOs) and access for
Patent and Trademark Offices (PTOs) to such documents.

2. Patents shall typically be granted only for inventions that are new, involve an

inventive step and are susceptible of industrial application. An invention is
generally considered to be new if it does not form part of the state of the art.
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Inventions are typically considered involving an inventive step if, having regard
to the state of the art, the invention is not obvious to a person skilled in the art.

Against this backdrop, the documentation available in Standard Development
Organisations can have some relevance, as patents containing subject matter
already put forward in an SDO may not meet the above requirements.

PTOs can however only avoid granting patents that are not meeting the
requirements for patentability, if their examiners have access to the earliest
publicly available drafts and working documents for a standard under
development. Supplying corresponding documents from SDOs to PTOs can
therefore be helpful in support of the PTO’s striving to improve the quality of
issued patents.

A number of questions arise in this context, which shall be addressed in the
following.

PREVIOUS WORK OF AIPPI

AIPPI has not previously studied the question of prior art documentation in
Standard Development Organisations and access for Patent and Trademark
Offices to such documents. Working Question Q157 dealt with the relationship
between Technical Standards and Patent Rights, without however addressing
the present issue.

QUESTIONS:

Questions to the national and regional groups of AIPPI
1. Prior art documentation
1.1  What information is available from SDO'’s that might constitute prior art

documentation?

First of all, standard documents are rarely cited before grant, unless they
are referred to in the ISRs. The documents are more frequently cited
during invalidations by the petitioners which have more incentive to search

in commercial databases.

Secondly, in SDOs such as 3GPP, IEEE, etc, not only the finalized
standards, but the intermediate draft and proposals could constitute prior

art as long as they are available to public on desire.
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1.2 Can standards and/or contributions to the development of a standard

constitute prior art?

Yes, they could constitute prior art as long as they are available to public

on desire.

2. Criteria for determining public availability
2.1. Are standards that are published by an SDO to be considered publicly

available if payment is required by the SDO to obtain a copy of the document?

Yes, if there is no limitation on the eligibility of the payers.

2.2. Are technical contributions to a working group of a SDO and/or working
documents, incl. protocols, or draft standards produced in a working group of a

SDO to be considered publicly available?

The test is whether they are in a situation of being known to public on
desire. If they are only accessible to those people in the working group
who are directly involved in selecting the contributions, and agree not to
distribute the contributions etc. to others , then they shall not be

considered publicly available.

2.3. What if these documents are covered by confidentiality clauses of the SDO?

No, they are not publicly available if covered by confidentiality clauses.

2.4. What if these documents are available only to the members of the SDO? (i)
Assuming that the membership of the SDO comprises several hundred corporate
members from all regions of the world? (ii) Assuming that the membership of the
SDO comprises only a very small number of members and/or where these
documents are available only to a small subset of the membership, e.g. the

working group members?

The test is whether they are in a situation of being known to public on
desire. If they are kept confidential to the non-members under (i) or
confidential to other subsets or non-members under (ii), then they shall not
be considered publicly available. In other words, whatever how many

people in the SDO/working group can access these documents, as long as
28



they agree or are required by the SDO/working group not to disclose the
documents to the public, the documents shall not be considered publicly

available.

Questions to selected SDOs

3. Questions to SDOs re confidentiality

3.1.

3.2.

3.3.

Does your organization have confidentiality rules, and - if so - for which phase
of the standardization processes?

We don’t have any confidentiality rules.

If yes, are technical contributions to a working group and/or working documents
or draft standards produced in a working group typically covered by such
confidentiality rules?

No.

If the aforementioned documents are not subject to confidentiality, to whom are
these available (e.g. public, entire membership, members of the working group
only, etc.)?

The aforementioned documents are only available to the members who already

paid for the work of the corresponding working groups.

4. Questions to SDOs re accessibility of documents

4.1.

4.2.

Are copies of the standards published by your organisation accessible free-of-
charge or only upon payment of a fee?

The members that have paid for, in addition to the member fee, the work
of a working group under the technical working committee can access
free-of-charge all the copies of the intermediate documents and
standards produced by the working group.

The public has to pay for all the aforementioned documents.

Does your organisation have a Policy on document handling?
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4.3.

4.4.

4.5.

4.6.

4.7.

Yes, we do.

If yes, does such policy provide for reliable comprehensive bibliographic data,
i.e. impose the use of specific document templates requiring information on the
date of submission, name and affiliation of the author, name and date of the
meeting, name of the working group and/or technical field, etc.?

Yes, it does. We have a template document for creating a project or a
work item. It is necessary to provide reliable comprehensive
bibliographic data including those you identified above.

Does your organisation have archiving rules?

Yes, we do.

If yes, what types of documents are archived, in what form (e.g. paper, micro
fiche, electronic, etc.) and for how long?

The final published standards will be archived in both a paper version
and an electronic version. Some intermediate documents, e.g. project
proposal documents which need specific stamp, will be archived in the
same form as the final published standards. Others will be archived in the
electronic form.

Does your organisation allow one or multiple Patent and Trade Mark Office (e.g.
EPO, USPTO, SIPO, JPO, etc.) access to published standards, and/or
technical contributions to a working group and/or working documents, incl.
protocols, and/or draft standards produced in a working group?

The normal way to access the final published standards is to pay via the
public channels. However, technical contributions and intermediate
documents are normally not available. It is in a same situation for the
PTOs. That is, there is no exception for them.

If yes, does your organization require monetary and/or non-monetary
consideration from the PTO to get access to such documentation?

Yes, we require monetary consideration from the PTO to get access to
such documentation.

30



QUESTIONS TO SELECTED PTOs
5. Questions to PTOs re use of SDO-documents and Cooperation with SDOs

5.1 Does your organisation systematically search technical standards that have been
published by an SDO?
Yes.

5.2 Does it make a difference whether the access to such published standards is
free-of-charge or only available upon payment of a fee?
No. In addition to free-of-charge published standards, some standards
may be searched in pay databases, such as IHS Worldwide Standards
Service Plus.

5.3 Does your organisation systematically search technical contributions to a
working group of a SDO and/or working documents or draft standards produced in
a working group of an SDO?
Yes.

5.4 Does your organisation have agreements in place with SDOs to get access to
the aforementioned documents?
Yes. SIPO has agreements in place with some SDOs, such as China
Communications Standards Association (CCSA).

5.5 If no, does your organisation get access to these documents through co-
operation treaties with other Patent Offices?
No. SIPO has no co-operations with other Patent Offices to get access
to the documents.

5.6  Can you please explain what are the main obstacles for your organisation to
establish a systematic search of the aforementioned documents?
Most examiners are unfamiliar with divisions of working groups of an
SDO, and therefore the searching is ineffective and inefficient.

5.7 Do you have any suggestions how to incentivize and/or improve collaboration
between PTOs and SDOs?

We would suggest that SDOs periodically distributes meeting profiles

and/or published standards that are available to the public to PTOs such
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that the PTOs are aware of the progress of the technology developments
and can easily get access to the documents.

PROCEDURE

It would be most helpful if you could fill out the Questionnaire and send in your answers
to the General Secretariat of AIPPI by 16 November 2015 to: f.martin@aippi.org.

For inquiries, please contact the Chair of the Standing Committee on Patents &
Standards:

Dr. Michael Frohlich (ra.michael.froehlich@t-online.de)
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